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REMARKS 

Claims 1-21 are pending in the case. Further examination and reconsideration of pending 
claims 1-21 are hereby respectfully requested. 

Section 103 Rejections 

Claims 1-3, 8, 10-16, and 19 were rejected under 35 U.S.C, § 103(a) as being 
unpatentable over U.S. Patent No. 6,1 56,580 to Wooten et al. (hereinafter "Wooten")* As will be 
set forth in more detail below, the § 103(a) rejections of claims 1-3, 8, 10-16, and 19 are 
respectfully traversed. 

To establish prima facie obviousness of a claimed invention, all claim limitations must be 
taught or suggested by the prior art. In re Royka, 490 F.2d 981, 1 80 U.S ,P.Q. 580 (C.C.P.A. 
1974), MPEP 2143.03, Obviousness cannot be established by combining or modifying the 
teachings of the prior art to produce the claimed invention, absent some teaching or suggestion or 
incentive to do so. In re Bond, 910 R2d 81, 834, 15 USPQ2d 1566, 1568 (Fed. Cir. 1990). The 
cited art does not teach, suggest, or provide motivation for all limitations of the currently 
pending claims, some distinctive limitations of which are set forth in more detail below. 

The cited art does not teach, suggest, or provide motivation for correlating a 
backside defect with a frontside defect if a portion of the backside defect is determined to 
be opposite to a portion of the frontside defect. Independent claim 1 recites, in part: 
"correlating the backside defect with the frontside defect if the portion of the backside defect is 
determined to be opposite to the portion of the frontside defect." Independent claim 16 recites 
similar limitations. 

Wooten discloses a semiconductor wafer analysis system and method. However, Wooten 
does not teach, suggest, or provide motivation for correlating a backside defect with a frontside 
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defect if a portion of the backside defect is determined to be opposite to a portion of the frontside 
defect. The Final Office Action states: 

Although Wooten et aL do not expressly teach correlating a back-side defect with 
a front-side defect detected a specimen, one of the ordinary skill in the art would 
have been motivated review the front-side and back-side defects at certain 
coordinates (col, 4, lines 14-17) to determine a qualitative and/or quantitative 
mutual relation between the front-side defect and the back-side defect. (Final 
Office Action - pages 2-3 , emphasis in original). 

Applicants respectfully traverse this assertion. In particular, based on the teachings of Wooten, 
one of ordinary skill in the art would not have been motivated to use the systems and methods 
taught by Wooten to review frontside and backside defects to determine a qualitative and/or 
quantitative mutual relation between the frontside and backside defects. For example, Wooten 
does not teach or suggest that defects on the frontside and backside of a wafer are related in any 
manner. Therefore, Wooten cannot teach, suggest, or provide motivation for determining any 
relationship between frontside and backside defects. As such, one of ordinary skill in the art 
would not be motivated by the teachings of Wooten to use the systems and methods taught by 
Wooten to find any relationship between frontside and backside defects. 

In addition, the coordinates for locations of frontside and backside defects determined by 
Wooten are determined before and after a wafer has been inverted (or flipped over), respectively. 
(See, for example, Wooten - col 3, line 51 to col 4 ? line 1 1). As such, coordinates determined 
by the systems and methods of Wooten for locations opposite to each other on the frontside and 
backside of the wafer will not be the same. Therefore, although the coordinates determined by 
the systems and methods taught by Wooten for defects detected on one side of the wafer may be 
used during defect review to find the defects on the same side of the wafer as disclosed by 
Wooten, such coordinates cannot be used to determine a mutual relation between frontside and 
backside defects. 

Furthermore, Wooten does not teach or suggest that inverting the wafer is or can be 
performed such that the coordinates determined for locations opposite to each other on the 
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frontside and backside of the wafer are the same. Wooten also does not teach, suggest, or 
provide motivation for translating the coordinates such that locations on the wafer that are 
opposite to one another are associated with the same coordinates. In addition, Wooten does not 
teach or suggest that the coordinates determined on one side of the wafer have any relationship to 
coordinates determined on the other side of the wafer, Wooten also does not teach, suggest, or 
provide motivation for any method or system for translating coordinates on one side of the wafer 
to coordinates determined on the other side of the wafer. 

Accordingly, Wooten contains no teaching or suggestion that the presently claimed 
correlating step can be performed in any manner using the systems and methods taught by 
Wooten. In addition, Wooten provides no motivation for using the methods and systems taught 
by Wooten to perform the presently claimed correlating step. Consequently, one of the ordinary 
skill in the art clearly would not have been motivated to use the systems and methods taught by 
Wooten to review the front-side and back-side defects at certain coordinates to determine a 
qualitative and/or quantitative mutual relation between the front-side defect and the back-side 
defect. Moreover, for at least the reasons set forth above, Wooten does not teach, suggest, or 
provide motivation for a reasonable expectation of success that the systems and methods of 
Wooten can be used to determine "a qualitative and/or quantitative mutual relation between the 
front-side defect and the back-side defect" as suggested in the Final Office Action. The prior art 
can be modified or combined to reject claims as prima facie obvious as long as there is a 
reasonable expectation of success. In re Merck & Co>, Inc., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir, 1986). MPEP 2143.02. The teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure. In re Vaeck, 947 F,2d 488, 20 USPQ2d 1438 (Fed, Cir, 1991). MPEP 2143. 
Therefore, Wooten cannot be used to reject the present claims as prima facie obvious. 

The Final Office Action also states that " correlating the back-side defect with the front- 
side defect can be reasonably interpreted as finding a mutual relation between the front-side 
defects and the backside defects via reviewing the front-side and backside defects at a certain 
coordinate (col. 4, line 14-17)." (Final Office Action - page 3). Applicants respectfully traverse 
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this assertion. In particular, even if "correlating the back-side defect with the front-side defect 
can be reasonably interpreted as finding a mutual relation between the front-side defects and the 
backside defects" as suggested in the Final Office Action, for at least the reasons set forth herein, 
Wooten does not teach, suggest, or provide motivation for attempting to find such a mutual 
relation by reviewing the front-side and backside defects using the coordinates taught by 
Wooten. In addition, for at least the reasons set forth above, one of ordinary skill in the art 
would not have been motivated to attempt to find a mutual relation between the front-side 
defects and the backside defects by reviewing the front-side and backside defects using the 
coordinates taught by Wooten, 

The Final Office Action further states that "by reviewing the frontside defects and the 
backside defects at the same microscope review station, the ordinary skilled in the art would be 
able to correlate the frontside defects and the backside defects based on the defect patterns 
located at corresponding coordinates on the frontside and the backside of the specimen." (Final 
Office Action - page 7). However, as set forth in detail above, the coordinates on the frontside 
and the backside of the specimen taught by Wooten do not have any correspondence to each 
other. Therefore, one of ordinary skill in the art would not be able to determine which defect 
patterns are located at corresponding coordinates on the frontside and the backside of the 
specimen. As such, by reviewing the frontside defects and the backside defects at the same 
microscope review station, one of ordinary skill would not be able to perform the claimed 
correlating. 

Moreover, the Final Office Action appears to suggest that one of ordinary skill in the art 
would be able to perform the claimed method by using the systems taught by Wooten, However, 
even if the claimed invention is within the capabilities of one of ordinary skill in the art (or if one 
of ordinary skill in the art would be able to perform the claimed invention based on the teachings 
of the prior art), that fact is not sufficient by itself to establish prima facie obviousness. A 
statement that modifications of the prior art to meet the claimed invention would have been 
'" well within the ordinary skill of the art at the time the claimed invention was made'" because 
the references relied upon teach that all aspects of the claimed invention were individually 
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known in the art is not sufficient to establish a prima facie case of obviousness without some 
objective reason to combine the teachings of the references. Ex Parte Levengood, 28 USPQ2d 
1300 (Bd. Pat. App, & Inter. 1993). MPEP 2143.01. (emphasis in original). 

For at least the reasons set forth above, therefore, a prima facie case of obviousness has 
not been established. In particular, to establish a prima facie case of obviousness, three basic 
criteria must be met. In this case, at least two of the three criteria required to establish a prima 
facie case of obviousness (the prior art can be modified or combined to reject claims as prima 
facie obvious as long as there is a reasonable expectation of success and the prior art reference or 
references must teach or suggest all the claim limitations) have not been met. MPEP 2142. 

For at least the reasons set forth above, Wooten does not teach, suggest, or provide 
motivation for correlating a backside defect with a frontside defect if a portion of the backside 
defect is determined to be opposite to a portion of the frontside defect, as recited in claims 1 and 
16, Therefore, claims 1 and 16, as well as claims dependent therefrom, are patentably distinct 
over the cited art. Accordingly, removal of the § 103 rejections of claims l-3 ? 8, 10-16, and 19 is 
respectfully requested. 

Allowable Subject Matter 

Claims 20-21 were allowed. Claims 4-7, 9, 17, and 18 were objected to as being 
dependent upon a rejected base claim, but were deemed allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims. Applicants 
appreciate the Examiner's indication of allowable subject matter and await allowance of the 
remaining claims in the case, 

CONCLUSION 

This response constitutes a complete response to all issues raised in the Final Office 
Action mailed January 4, 2007. In view of the remarks presented herein, Applicants assert that 
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pending claims 1-21 are in condition for allowance. If the Examiner has any questions, 
comments, or suggestions, the undersigned earnestly requests a telephone conference. 

The Commissioner is authorized to charge any fees which may he required or credit any 
overpayment to deposit account number 02-0393. 

Respectfully submitted, 



Dated: March 5, 2007 




Ann Marie Mewherter 
Registration No. 50,484 
BAKER & McKENZIE LLP 
1114 Avenue of the Americas 
New York, New York 10036 
Telephone: (212) 626-4100 
Facsimile: (212)310-1600 
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